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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6, 48, 49, are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. These claims recite conditional statements. It is 

unclear to the Examiner what the scope is when the conditional statements are false. 

Claim Rejections - 35 USC § 101 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim 1-21, 23, 25-27, 29-33, 35-36, 38-55, 57-64, and 68-70 is/are rejected 
under 35 U.S.C. 101 because the claimed invention is directed to non-statutory subject 
matter. These claims are not within the technological arts. Bowman requires non-trivial 
recitation of technology in the body of the claim language. In the present case, claims 
1-21, 23, 25-27, 29-33, 35-36, 38-55, 57-64, and 68-70 do not recite any technology in 
the body of the claims. Indeed the steps of these claims can be performed by hand and 
do not require any technology whatsoever. The claimed invention must utilize 
technology in a non-trivial manner (Ex parte Bowman, 61 USPQ2d, 1665, 1671 (Bd. Pat. 
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App. & Inter. 2001)). Although Bowman is not precedential, it has been cited for its 
analysis. 

Claim Rejections ~ 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-8, 10-17, 19-32, 35-46, 48-61, and 64-70 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Halbert et al (US Patent 6,101,484). 

Referring to claims 1-7, 27, 29, 35, 56-60, and 64-70, Halbert teaches a method, 
apparatus, and medium storing instructions for the method of facilitating a transaction, 
comprising: 

• a processor and storage device in communication with said processor 
(Figure 1, column 7, lines 1-44); 

• associating a transferable item price with a consumer (column 9, lines 15- 
17, lines 36-41); 

• determining that a consumer is entitled to purchase an item in exchange 
for payment of an amount based on the transferable item price (column 9, 
lines 47-58); 

• determining the transferable item price associated with the consumer 
(column 4, lines 23-24; column 9, lines 44-49); 

• wherein the determination of the transferable item price is based on an 
offer received from the consumer to purchase the item in exchange for 
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payment of an offer price, the transferable item price being based on the 
offer price (column 3, lines 4-8; column 7, lines 45-65); 

• wherein the offer received from the consumer comprises a binding offer 
and the offer price is defined by the consumer (column 1 , lines 39-42; 
column 4, lines 40-46); 

• wherein the consumer defines the offer price via entering the offer price 
(column 9, lines 11-13); 

• wherein said associating is only performed if the offer received from the 
consumer is accepted (column 9, lines 44-58); 

• wherein the determination of the transferable item price is based on the 
consumer purchasing the item in exchange for payment of a purchase 
price, wherein the transferable item price is based on the purchase price 
(column 9, lines 44-58). 

Halbert does not explicitly teach that a second consumer is specified by the first 
consumer. However, Halbert teaches a "co-op" (column 4, lines 4-9) which inherently 
has a first and second consumer since the invention of Halbert requires a group of 
consumers. Furthermore, Halbert teaches that consumers are encouraged to invite 
their friends to participate in the co-op (column 1 1 , lines 38 and 39). Therefore it would 
have been obvious to one of ordinary skill in the art, at the time the invention was made, 
to allow a first consumer to specify a second consumer. One of ordinary skill in the art 
would have been motivated to do so in order to obtain a better final price by increasing 
the size of the co-op. 
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' Referring to claim 8, Halbert does explicitly teach that the transferable item price 
is based on an auction bid received from the first consumer. However, please note that 
Halberf s method is based on the "reverse auction" model. Therefore it is inherent in the 
method of Halbert that the transferable item price is based on an auction bid since the 
method of Halbert is a type auction. 

Referring to claim 1 0, Halbert teaches that the item price varies over time and the 
determination of the transferable item price is based on a time that the first consumer 
provides an offer (column 7, lines 45-67; column 8, lines 1-60). 

Referring to claim 1 1 , Halbert does not explicitly teach that the item is sold to 
consumers at a retail price and the transferable item price is different than the retail 
price. However, Halbert teaches that his method increases a supplier's overall profit by 
lowering the price per unit and increasing the sales volumes (column 3, lines 4-24). 
Therefore it would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to increase overall profits by reducing the price per unit below the 
retail price and increasing sales volume. One of ordinary skill in the art would have 
been motivated to do so in order to make more money. 

Referring to claims 12 and 13, Halbert teaches that determination if the 
transferable item price may be associated with the first consumer is based on 
information associated with the first consumer (column 9, lines 11-17, lines 50-54). 

Referring to claims 14 and 41, Halbert does not explicitly teach that the 
information associated with the first or second consumer comprises a credit rating. 
However, Halbert teaches that the information associated with first consumer is a "credit 
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number and other pertinent information." (column 9, lines 11-13). Therefore it would 
have been obvious to one of ordinary skill in the art, at the time the invention was made, 
to associate a credit rating with the first user. One of ordinary skill in the art would have 
been motivated to do so in order to ensure that the consumer had the resources to 
submit a legitimate offer. 

Referring to claims 15, 21 , 22, and 28, Halbert teaches that the transferable item 
price associated with the first consumer is based on a bid submitted by a second 
consumer and vice versa (column 9, lines 1-58). Halbert further teaches that the 
information is received from the first and second consumers via a web page (column 7, 
lines 6-21). 

Referring to claims 16 and 17, Halbert teaches that the transferable item price is 
based on an item for sale (column 1, lines 17-26; Figure 3A; column 7, lines 45-63). 

Referring to claims 19, 20, 45, and 46, Halbert teaches that the transferable item 
price is associated with the first consumer based on a task performed by the first 
consumer wherein the task comprises providing information (column 9, lines 11-17). 

Referring to claims 23-26, 36-38, 54, and 55 Halbert does not explicitly teach the 
limitations of these claims. However, Halbert teaches a method for facilitating a 
transaction by allowing individuals to aggregate their buying power into a buying co-op. 
Halbert also teaches that once a critical mass of buyers is achieved a final price is 
determined. This final price is based on the total number of acceptable offers received 
from buyers. Thus Halbert's invention is designed to lower the unit price of an item 
while increasing the effective yield (profit) for a seller as more offers are received from 
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buyers. Therefore it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made, to increase the buying co-op by having the first buyer 
identify a plurality of additional buyers by e-mail, telephone number, etc. to the system 
of Halbert. One of ordinary skill in the art would have been motivated to do so in order 
to allow the co-op to grow as large as possible by inviting additional buyers into the co- 
op so that the buyers obtained the lowest unit price while the seller obtained maximum 
yield. 

Referring to claim 30, Halbert does not explicitly teach receiving the transferable 
item price code from the second consumer. However, Halbert teaches receiving a bid 
from the second user (column 9, lines 11-13). Furthermore, Halbert teaches that the bid 
may become a discount price if a critical mass is achieved (column 9, lines 44-58). 
Therefore it would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to receive a transferable item price code from the second 
consumer if a critical mass was met in the invention of Halbert. One of ordinary skill in 
the art would have been motivated to do so in order to promote a sale if a critical mass 
was achieved in the invention of Halbert. 

Referring to claim 31 , Halbert teaches verifying the transferable item price code 
received from the second consumer (column 9, lines 15-17). 

Referring to claim 32, Halbert does not explicitly teach comparing the 
transferable item price code transmitted to the first consumer and the transferable item 
price code received from the second consumer. However, Halbert teaches that the bid 
received from the second consumer is compared to the final co-op price to determine 
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who is eligible for the discount price (column 9, lines 44-58). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
compare the first and second consumer's transferable item price code in order to 
determine who was eligible for the discount price, as taught by Halbert. 

Referring to claims 39, 40, 42-44, Halbert teaches that the determination that the 
second consumer is entitled to purchase the item in exchange for payment of the 
amount based on the transferable item price is based on a restriction associated with 
the transferable item price (column 1, lines 17-22; column 8, lines 62-64). 

Referring to claims 48, 52, and 53, Halbert teaches that the first consumer is 
allowed to purchase the item at the transferable item price even if the second consumer 
purchases the item at the transferable item price (column 9, lines 47-58). 

Referring to claim 49, Halbert does not explicitly teach that the first consumer is 
prevented from purchasing the item at the transferable item price if the second 
consumer purchases the item at the transferable item price. As noted above, the 
conditional "if statement renders the claim indefinite. The Examiner will attempt to 
examine the claim as best as possible. Halbert teaches that a price curve for a product 
declines as the number of acceptable offers increase. Halbert provides an example of 
his invention where the product is a Mistsubishi™ 36" high definition television set that 
is limited to 1 ,000 units (column 7, line 45 - column 8, line 60). The price curve 
continues to decline until all 1 ,000 units are sold at a price that maximizes the seller's 
yield (Figure 3E, item "114"; column 8, lines 53-60). Nowhere does Halbert explicitly 
state that his invention stops receiving offers from buyers once a set number of units 
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have been sold. This is because Halbert's system is designed to maximize a seller's 
yield. In order to do so, Halbert's system must receive more than 1,000 offers. Indeed 
Halbert even states that some offers are rejected if they are below a minimum price 
(column 7, lines 59-63). Therefore, the situation where one consumer is prevented from 
purchasing an item at the transferable item price if another consumer purchases the 
item at the transferable item price is an obvious outcome in the method of Halbert. If 
Halbert's system receives more than 1 ,000 offers above the minimum price then these 
offers are considered valid offers and will affect the price curve. However, in the 
example given above, the seller has only 1,000 units to sell. In such a case, some 
buyers will be prevented from buying the item at the transferable item price even though 
the transferable item price was applied to their offer. This is true because Halbert's 
method does not terminate the co-op based on the number of valid offers received but 
rather on when the seller has maximized its yield. For this reason, this limitation is 
rendered obvious. The motivation for such an outcome is provided by Halbert (i.e. to 
maximize the seller's yield). 

Referring to claims 50 and 51 , Halbert teaches that the transferable item price is 
dynamic and changes based on time (column 7, lines 45-67; column 8, lines 1-60). 

Referring to claim 61, Halbert teaches that the final price is applied to all buyers 
making an offer above the final co-op price (column 9, lines 44-56). In order for a buyer 
to make an offer, Halbert requires the buyer provide his or her credit card information 
(column 9, lines 9-13). 
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Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Halbert et al (US Patent 6,101,484) in view of Walker et al. (US Patent 6,119,100). 

Referring to claim 9, Halbert does not teach that the transferable item price (i.e. 
final price) is based on a price at which a third party offers to sell a similar item. 
However, Walker teaches that it is well known in the art for a merchant to lower a price 
in response to a price reduction by a competitor (third party) (column 2, lines 6-8). 
Therefore it would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to allow the merchant of Halbert to base the final price on a price 
at which a third party offers to sell a similar item. One of ordinary skill in the art would 
have been motivated to do so in order to allow the merchant of Halbert to maintain its 
market share. 

Claims 33 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Halbert et al (US Patent 6,101,484) in view of Official Notice. 

Referring to claims 33 and 34, Halbert does not teach that the transferable item 
price code is encrypted using a hash function. However, Official Notice is taken that it is 
well known in the art to use encryption in electronic commerce. One of ordinary skill in 
the art would have been motivated to do so in order to properly secure the final discount 
price of Halbert. 

Claims 62-63 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Halbert et al (US Patent 6,101,484) in view of Yamada (US Patent 6,336,100 
B1). 
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Halbert teaches associating a transferable item price established between a 
consumer and a first merchant (column 9, lines 15-17, lines 36-41). Halbert does not 
teach determining that the first or second consumer is entitled to purchase an item from 
a second merchant in exchange for payment of an amount based on the transferable 
item price. However, Yamada teaches an online shopping method wherein a user is 
allowed to select a second merchant for obtaining the product after placing an order 
with a first merchant (column 2, line 10 - column 5, line 29). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate the teachings of Yamada into the method of Halbert. One of ordinary skill in 
the art would have been motivated to do so in order to allow the first or second 
customer the convenience of obtaining the ordered product whenever so desired, as 
taught by Yamada (column 4, lines 10-14; column 5, lines 22-29). Halbert and Yamada 
do not explicitly disclose that the item is purchased from the second merchant. 
However, at the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to do so. The Applicants have not disclosed that purchasing the 
item from a second merchant provides an advantage, is used for a particular purpose or 
solves a stated problem. Furthermore, one of ordinary skill in the art would have 
expected the Applicants 1 invention to perform equally well with the first or second 
customer purchasing the item from the first merchant because ultimately payment must 
be provided a merchant. Therefore, it would have been obvious to one of ordinary skill 
in this art to modify Halbert and Yamada to obtain the invention as specified in the 
claims. 
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Claims 18 and 47 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Halbert et al (US Patent 6,101,484) in view of Pallakoff (US Patent 6,269,343 
B1). 

Referring to claim 18 and 47, Halbert teaches the limitations of claims 12 and 1 
as noted above. Halbert does not teach that the transferable item price may be 
associated with the first consumer based on payment of a transfer fee amount by the 
first consumer. However, Pallakoff teaches a method of on-line marketing wherein a 
consumer pays a commission after receiving a discount from a seller (column 5, lines 
38-45; column 9, lines 46-67; column 10, lines 1-12; column 12, lines 16-29). Therefore 
it would have been obvious to one of ordinary skill in the art, at the time the invention 
was made, to incorporate the teachings of Pallakoff into the method of Halbert. One of 
ordinary skill in the art would have been motivated to do so in order to allow the system 
operator to make money. 



Response to Arguments 

This action is in response to the Applicants' Response, paper number 8, filed 
November 28, 2003. 

Referring to the Examiner's rejection of claims 1-21, 23, 25-27, 29-33, 35-36, 38- 
55, 57-64, and 68-70 under 35 U.S.C. 101 , the Applicants have argued that their 
invention is statutory because it produces a useful, concrete, and tangible result (i.e. a 
price). However, the Examiner notes that the claims do not recite any specific 
technology in the body of the claim language. As noted in the 1 01 rejection, Bowman 
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requires non-trivial recitation of technology in the body of the claim language. For this 
reason, the Examiner maintains the rejection. 

Referring to the Examiner's rejection of claims 1-8, 10, 12, 13, 15-17, 19-22, 27, 
29, 35, 39, 40, 42-46, 48, 49-53, 56-60, and 65-70 under 35 U.S.C. 103(a), the 
Applicants' arguments have been fully considered but they are not persuasive. The 
Applicants have argued that Halbert does not teach a transferable item price which is 
transferable from one consumer to another consumer. The Examiner disagrees. The 
Applicants' specification defines the term "consumer" as "...any party (e.g., an 
individual, a group of individuals, or a business) that purchases an item, indicates an 
interest in purchasing an item, or otherwise arranges to be associated with a 
transferable item price." (see specification page 5, lines 10-15). In addition, the 
Applicants' specification defines the term "transferable item price" as "...a price at which 
a merchant is willing to sell an 'item' to the first consumer (e.g., by directly selling the 
item to the first consumer or by arranging for a seller to sell the item to the first 
consumer)." (see specification page 5, lines 16-18). Furthermore the Applicants' 
specification goes on to state "...it is determined that a second or "secondary" consumer 
(e.g., a consumer other than the first consumer) is entitled to purchase an item in 
exchange for payment of an amount based (i.e. based at least in part) on the 
transferable item price." As noted by the Applicants in their response, Halbert teaches a 
system and method for facilitating a transaction by allowing individuals to aggregate 
their buying power into a buying co-op. Halbert goes on to teach that once a critical 
mass of buyers is achieved a final price is applied to (i.e. associated with) all of the 
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buyers (i.e. first and second consumers) of the co-op (column 9, lines 44-56). 
Therefore, Halbert teaches a "transferable item price" since the Applicants have defined 
"transferable item price" as "...a price at which a merchant is willing to sell an 'item' to 
the first consumer..." Halbert' s invention applies the final price to all buyers so long as 
their offer price was above some minimum price (column 9, lines 44-56). Furthermore, 
Halbert teaches that his transferable item price (i.e. final price) is based on the offer 
price received from various buyers (column 7, line 45 - column 8, line 60). The 
Applicants have also challenged the Examiner's Official Notice and supporting 
reference with respect to the limitation "...a second consumer specified by the first 
consumer..." Although the Examiner disagrees with the Applicants' analysis of the 
Oneda reference, the Examiner has provided a new ground of rejection. Therefore 
these arguments are moot. 

Referring to claims 18 and 47, the Applicants' arguments have been fully 
considered but they are not persuasive. The Applicants have argued that a commission 
is not the same as a transfer fee. The Examiner disagrees. The Applicants' 
specification does not state what the transfer fee is used for, and one of ordinary skill in 
the art would concluded that such a fee is nothing more than a commission. For this 
reason, the Examiner maintains the art rejection. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naeem Haq whose telephone number is (703)-305- 
3930. The examiner can normally be reached on M-F 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff A. Smith can be reached on (703)-308-3588. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Naeem Haq, Patent Examiner 
Art Unit 3625 



March 14, 2004 




